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Statement of the Case.

This is a suit for alleged infringement of Norris patent

1,726,500 for "sound deadening construction." Only

claim 4 was held by the Court below to be valid and in-

fringed. Claims 16, 17 and 23, purporting to cover a

device for securing materials to a wall, were held not to

be infringed. The remaining claims in suit, being those

numbered 1, 3, 5, 6, 8, 10, 11 and 14, were held to be in-

valid. Among the reasons given for adjudging those

claims invalid, the Court said that they embraced too much,

are too broad and general and not specific enough in de-

tails in view of the prior developed art. In support of its

holding the Court cited General Electric Co. v. Wabash
Appliance Corporation, 304 U. S. 364, and M. Szvift &
Sons Inc. v. Coe Mfg. Co., 102 F. (2d) 391, as stating

the elementary rule.
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While appellant's brief tries to misconstrue that holding

of the lower Court and say that it is not compatible, it is

obvious from the Court's opinion that it considered the

claims invalid because (a) they violate R. S. 4888 in that

they recite the subject matter in terms of function to be

performed rather than in terms of a particular structure

intended to perform the function, and do not inform the

public as to the limits of the alleged invention; and (b)

they are drawn in terms all-embracing enough to read

upon the prior art, which was well developed when Norris

entered the field.

The principal defenses urged are:

(1) Anticipation;

(2) Lack of invention over the well developed art;

(3) Failure of the claims to distinctly set forth what

was claimed as new;

(4) Non-infringement.

Certain of the findings (prepared by appellant several

months after the opinion below was rendered) are so con-

trary to the evidence and the spirit of the Court's opinion

below that it is necessary to weigh them in the light of the

opinion to discover Judge James' real appraisal of the

Norris patent. Thus, although no cross-appeal has been

taken, under the doctrine of U. S. v. American Ry. Exp.,

68 L. Ed. 1087, 1093; Lagnes v. Green, 7S L. Ed. 524, and

other cases, appellee herein respectfully urges certain in-

compatibilities as between some of the findings and the

evidence as well as the Court's opinion below, at least for

the purpose of further supporting the judgment appealed

from.
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Summary of Argument.

The Patent in Suit and the Art to Which It

Relates.

Point 1 : The Norris patent is in the art of sound deaden-

ing construction, which embraces not only acoustical

correction of rooms, but also damping of noises gen-

erally.

The Norris patent purports to claim sound deadening

construction broadly, whether the use be for preventing

reflection of sound, preventing its transmission through

walls or for damping engine exhaust and other such noises.

Point 2: Allowance of the Norris claims by the Patent

Office was obtained upon arguments now shown to be

without merit.

In prosecuting his patent application, Norris urged, as

his sole argument for patentability over the prior art, that

his perforations were ''smaller" and that his facing sheet

was "thinner," "stiffer" and "less sound-absorptive" than

those of the prior art. Yet it is now admitted that those

so-called "distinctions" are without significance.

The Prior Art.

Point 3: The prior art was well developed and taught

everything disclosed by Norris long before Norris

entered the field.

Sound-absorbing structures which fully anticipate Nor-

ris, were explained in texts, taught by patents and were in

extensive commercial use long before Norris' entry into

the field in 1927,



Point 4 : The Norris patent is merely a charting of labora-

tory tests of prior art structures.

A laboratory test of the structure of either of the prior

Delaney, Dillon or Mazer patents or British patent 4843

would produce every detailed result set forth in the Norris

patent in suit.

The Claims.

Point 5: Claims 1, 3, 5, 6, 8, 10, 11 and 14 are too broad,

vague and indefinite to distinguish over the prior art

or to point out with any certainty what Norris

claimed as new.

Not only are the claims broad enough to read directly

upon the prior art, but they totally fail to inform the pub-

lic as to the limits of the monopoly asserted and, for the

most part, they are couched in terms of the function to be

performed instead of in terms of the structure intended to

perform that function.

Point 6: The Norris patent merely involves selection of

well known materials and varying the dimensions of

perforations to fit particular job requirements, all as

taught by the prior art.

Selecting materials for their well known qualities, and

variations of proportions in matters of degree only are

not patentable.
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Point 7: If valid at all, claims 16, 17 and 23 must be

restricted to the specific attaching means shown in the

Norris patent.

If those claims are interpreted broadly enough to em-

brace the radically different attaching means employed by

defendant, they are invalid in view of the prior art.

Point 8: Commercial success is not a factor to be consid-

ered in this case.

The prior art is so well developed that there can be no

doubt as to the total lack of patentable distinction in the

claims over that art. While Norris claims some commer-

cial success, that cannot supply invention where there is

none.

Non-Infringement.

Point 9: None of the claims here involved, even if valid,

can be read upon any of defendant's structures.

According to appellant's bill of particulars [R. 28] the

perforations must be "small enough to mask the sound-

absorbing material" and none of defendant's structures

answers to this requirement.

Court's Power to Review Findings.

Point 10: This Court has power to review the findings

below despite the fact that no cross-appeal was taken.

At least for the purpose of sustaining the judgment

below, appellee urges certain additional matters for review

in connection with findings 12, 13, 14, 15, 17 and 18.



Point 1: The Norris Patent Is in the Art of Sound
Deadening Construction, Which Embraces Not
Only Acoustical Correction of Rooms, but Also

Damping of Noises Generally.

A sound-deadening structure performs in precisely the

same way whether it is used to prevent reflection of sound

back towards its source or whether it is used to prevent

the sound from passing through a wall or the like—the

sound is absorbed in either case. Likewise, it performs in

the same manner when used, for instance, in an engine

muffler to damp the exhaust noises, or when used in an

air duct to damp blower fan noises. The Burgess Battery

Company (now the substituted plaintiff-appellant) held a

license from its affiliate [R. 92] and predecessor in in-

terest, C. F. Burgess Laboratories, Inc., to use the patent

structure in such engine mufflers and air ducts. [See

Pltff.'s Ex. 48, R. 589, and Deft.'s Ex. "A," R. 592.] In

fact, a muffler device was used by plaintiff's salesmen to

demonstrate use of the patent structure. [See Pltff.'s Ex.

11.] Thus prior art dez'iccs for such uses arc pertinent to

the Norris patent.

The claims involved recite the combination of a sound-

absorbing material (such as loosely packed mineral wool)

and a facing or covering sheet to conceal the relatively

unsightly sound-absorbing material from view, the facing

sheet being perforated to allow passage of sound waves.

The phenomena which permits sound weaves to pass

through the relatively small perforations is known as

diffraction—an old and well known principle in connection

with the behavior of sound waves. [R. 289.]
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Point 2: Allowance of the Norris Claims by the Pat-

ent Office Was Obtained Upon Arguments Now
Shown to Be Without Merit.

In prosecuting his application for patent [Pltff.'s Ex. 2,

R. 461 ; Deft.'s Ex. I, R. 663], Norris predicated his argu-

ment for patentability upon the premise that his perfora-

tions were "smaller" and that his facing sheet was "thin-

ner," "stiffer" and "less sound-absorptive" than those

shown by the prior art. In fact, his file history shows that

he struggled so to state such inconsequential and vague

word distinctions over the clear showing of the well de-

veloped art, that he got beyond the disclosure of his orig-

inal application and had to file a new application, which he

termed a "continuation in part." The file histories show

that the most pertinent prior art was given only a per-

functory consideration, in connection with an interview

between Norris' attorney and the Patent Office Examiner

at the end of the prosecution proceedings.

// the Patent Office Examiner had had before him the

admissions of Norris and others of appellant's witnesses

in this case, there zvoiiM have been no basis left upon

zvhich to allozv the claims at all, because it is developed and

admitted in this case, as will be hereinafter pointed out,

that those things asserted before the Patent Office to be

patentable distinctions over the art, entirely lacked any

usefid function or significance such as zvould be necessry

to give to them inventive character. In fact, they are not

even distinctions because absolutely every material thing

claimed by Norris is shown by the prior patents in evi-

dence.
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Point 3: The Prior Art Was Well Developed and

Taught Everything Disclosed by Norris Long
Before Norris Entered the Field.

For convenient reference, a plate showing, in scale, the

structures of Norris and the prior art patents herein par-

ticularly discussed, is shown at the end of this brief.

The evidence shows clearly that, since many years prior

to Norris, those working in the art well knew the behavior

of sound waves upon striking a perforated barrier such

as the facing sheets for sound-absorbing material here

involved. They knew the sound waves zvould diffract and

pass through the perforations, whether the perforations

were large or small and zvhcther the perforated barrier

zvas composed of hard and relatively reflective or softer

and relatively absorptive material. Published works on

the subject even gave exact calculations of the results.

For instance. Lamb's ''Dynamical Theory of Sound"

[Deft.'s Ex. X, R. 294, 718] shows (in Fig. 75) a dia-

grammatic illustration of sound waves dififracting and

passing through an aperature, and says

:

"Even if the apertures form only one-tenth part

of the whole area of the screen, 88% of the sound

will get through." [R. 293.]

A very old and everyday use of perforated metal or

hard sheets to permit passage of sound, is found in the

perforated cover plates for telephone receivers and trans-

mitters. [Deft.'s Exs. G and H, R. 291, 292, 661, 662.]

And those perforations are ez'en smaller than any shown

by Norris.

It was but a short step, therefore, to use such perforated

sheets to cover unsightly sound-absorbing material in



sound-deadening structures, and it was only natural that,

as noise in everyday life increased and acoustical correc-

tion became more desirable, this art became well developed

long prior to 1927, the date Norris entered the field.

A detailed consideration of only a fczv of the pertinent

prior art patents will suffice to show that Norris' claims

fail to state anything patentable over the art.

Delaney 1,660,745.

[R. 298, 305-7, 310-11, 313.]

This patent shows the combination of a sound-absorbing

material ''d" and a facing sheet "a" perforated with small,

evenly and widely spaced holes to pass sound. While the

specific adaptation illustrated in the drawings shows the

perforated facing sheet "a" as formed of plaster, concrete

or the like, the patent specification (p. 1, lines 53 et seq.)

leaves the selection of material to the user, specifically

recommending zvood, terra-cotta and 7netal as being suit-

able materials, which materials are of course relatively

dense, hard, self-sustaining and non-sound-absorptive, per

se. Delaney says that, by proper selection of materials, the

facing may be made to receive any ornamentation or be

made smooth and attractive as a finish. Then he directs

sound laboratory tests to determine the particular percent-

age of sound-absorbency of a given structure. (Pat. p. 1,

lines 84-91.)

Dr. Burt testified [R. 310-11] that he could not see any

difference between Delaney and the patent in suit.

Thus appellant must fail when it tries to urge that

merely because Delaney said he preferred to have his

facing sheet made of a sound-absorptive material, his whole
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disclosure had to be confined to that, or that when Delaney

said that, if desired, the facing sheet could be made of

metal, wood or other non-sowtd-absorptive materials, he

didn't mean it at all.

Norris, himself, admits that the size and spacing of

perforations desirable in a g-iven case depend upon the re-

quirements of any particular job [R. 99-101], so that of

course Delaney does not attempt to state such details since

they are mere matters of selection left to those working in

the art.

Appellee submits that Norris has done nothing more

than copy the Delaney structure, using a facing sheet as

specifically named by Delaney, take it into the laboratory,

as suggested by Delaney, make tests with different sizes

and spacings of holes when exposed to sounds of different

frequencies, and chart the result.

As said by "Walker," Dellers Ed., p. 180:

"There being no invention in substituting superior

for inferior materials, there is certainly none in se-

lecting from a miuibcr of materials recommended by

a prior patentee,'^ that one which is best adapted to

the purpose in view."

It is true that the commercial structure made under the

Norris patent has been held not to infringe the Delaney

claims, but that was simply because of laches and the fact

that Delaney's claims are expressly limited to a "block."

Thus, even when Delaney entered the field, the art was

such that no one could obtain a valid claim broad enough

to cover structures such as Norris later attempted to claim.

In considering Delaney's disclosure as prior art, we are not

concerned with his claim limitations.

*Emphasis ours throughout brief.
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Dillon 1,385,741.

[R. 298, 300, 311, 313.]

This patent discloses a sound-absorbing material covered

by a facing sheet of perforated oil cloth. Oil cloth, when

not perforated, is a sound-reflective or relatively non-

sound-absorbing material just as is metal. [R. 300.]

"Nashkote B," a commercial product made under the

Dillon patent, has been widely used for over twenty

years and, by reference to the physical exhibit (Deft.'s Ex.

B) in evidence and the testimony of Parsons [R. 242], it

will be seen to have perforations of substantially the same

dimensions and spacing as those used in the product made

under the Norris patent.

Appellant's expert, Dr. Sabine, found himself in a rather

anomalous situation when he tried to deny the pertinency

of this Dillon patent, because, some years ago, the owner

of the Dillon patent sued a manufacturer of the Norris

product, "Sanacoustic," for infringement of the Dillon

patent [R. 189] and Dr. Sabine there appeared as expert

for Dillon. His testimony in that prior case was to the

effect that there was no patentable difference between

Dillon and the structure of the Norris patent. The fol-

lowing quotation from the record shows some of his testi-

mony in that earHer case

:

"Q. It is true, isn't it. Doctor, that you testified

as an expert for the plaintiff in the case of Guaranty

Trust Company of New York and Mary J. Dillon,

Trustees, v. Johns-Manville Corporation, which case

was heard in the United States District Court for the

Southern District of New York, Equity E-72-24, in

1935? A. Yes.
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Q. In that case, as I understand it, you appeared

as an expert for the plaintiff? A. Yes." [R. 189.]

"Q. And, among other things, the plaintiff

charged in that case that the Sanacoustic perforated

metal product which we have been discussing in this

case, and which is made under the Norris patent, in-

fringed the Dillon patent? A. Yes.

Q. By Mr. Mason: Would you refer to page 56

of your direct testimony in that case, Doctor? A.

Yes.

Q. I will read the following questions and an-

swers, and will ask if you made those at that time:

'Q—What advantage would you attribute to the

sheet metal membrane over the oilcloth membrane?

'A—I should not attribute any acoustical advan-

tage.' " [R. 190.]

" 'Q—Are you willing to say categorically whether

these two products, Nashkote type B and the Sana-

coustic Tile have the same action and result acous-

tically ?

'A—Yes.'" [R. 191.]

Dr. Sabine admitted those were correct quotations from

his prior testimony and that he also further testified in the

prior case as follows:

" 'A. There is no essential difference acoustically

between the Norris tile and the subject matter of the

Dillon patent. As I have said, both consist of sound-

absorbent pads, surfaced with a perforated mem-
brane, in one case metal and in the other case oil-

cloth. Both of these membranes are substantially

non-absorbent in and of themselves. Both allow the
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sound to pass through with substantially no decrease

of intensity. That is, they are nearly perfectly sound

transparent. Both slightly increase in combination

with the absorbent material, the absorptivity, and it

is also true that when spaced a little ways, say half

inch from the absorbent layer, the increase in that

case is slightly greater than when the absorbent mate-

rial is laid directly onto the felt. That is true of both

membranes. So far as I have been able to ascertain

by tests, the two membranes behave in substantially

the same way in every regard.' " [R. 206-207.]

Mazer 1,483,365.

[R. 298, 306-7, 311, 313.]

In Fig. 4 of this patent is shown the combination of a

sound-absorbing material 8 and a relatively rigid facing

sheet 7 having small, evenly spaced perforations. [R.

306-7.] The facing sheet is self-sustaining because the

patent says so (p. 1, lines 60-61) and further states that it

is intended to be of substantial structural use. (Pat. p. 2,

lines 128-9.)

British Patent 4843 of 1887.

[R. 298, 300-1, 307-8, 311-13.]

Fig. 6 of this patent shows an early use of a sound-

absorbing structure in every material respect like that

shown by Norris, for use in engine mufflers to damp the

exhaust noises; and it has particular pertinency because
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the claims in suit are drawn broadly to embrace sound-

absorbing structures for all uses and the evidence shows

that appellant makes automobile mufflers and air ducts

under the patent in suit. Also the so-called "bell ringer"

device used by salesmen to demonstrate the Norris struc-

ture is a direct counterpart for this patent. [Pltff.'s Ex.

11, R. 312.]

The specification of this British patent describes the

structure and operation as follows

:

"The exhaust gases leaving the heating spaces of

the boiler E pass through tube B into the silent ex-

haust, Fig. 6, the object of which is to neutralize the

'cough' or puffing noise usually attended on the ex-

pulsion of the exhaust gases. This apparatus con-

sists of a pipe or receptacle M into which is introduced

a cylinder or inner wall Mi of sieve like perforated

sheet metal. The space between M and Mi is filled

with some incombustible sound damping material, for

instance asbestos, so that the noise produced by the

expidsion of exhaust gases is damped thereby.''

The Court below did not make any finding with respect

to this British patent 4843, but it is particularly pertinent

because, among other things, it shows use of a 7wn-sound-

absorbing material as the facing sheet—in fact, it shows a

perforated metal facing sheet as specifically shown by

Norris,
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Mazer 1,172,379.

[R. 298, 302, 305, 307, 315.]

While this patent shows pans for holding sound-absorb-

ing material and a cover plate perforated with relatively

large perforations, it is cited more particularly because it

fully meets Morris' claims 16, 17 and 23, especially if those

claims are interpreted broadly enough to cover defendant's

attaching means. For instance, in Figs. 3 and 4 of this

patent, the material-holding pan is shown as having

''means adapted for engagement zuith a support/' said

''means" being lugs 7. [R. 305.]

The Rapp patent 640,809 is also cited for this purpose,

since it shows perforated metal pan portions "c" engag-

ing the flanges "a" of the I-beams ''A".

Point 4: The Norris Patent Is Merely a Charting of

Laboratory Tests of Prior Art Structures.

With the sound-deadening structures of Delaney, Dillon,

Mazer and the British patent 4843, as well as the teachings

of such physicists as Lamb (Ex. X), Watson (Ex. E),

Rayleigh (Ex. DD) before him, any sound engineer, using

only the ordinary skill of his calling, would select the

proper facing material and the proper spacing and dimen-

sions of perforations to suit any particular job, and the

relative sound-absorbing coefficient of any particular struc-

ture would be disclosed by a laboratory test.

As said by this Court in Icyclair Inc. v. National Pop-

side Corp., 94 F. (2d) 669 (C. C. A. 9th), it does not

involve invention to discover something ''which it needed

but a trial to show,"
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Point 5: Claims 1, 3, 5, 6, 8, 10, 11 and 14 Are too

Broad, Vague and Indefinite to Distinguish Over

the Prior Art or to Point Out With Any Certainty

What Norris Claimed as New.

After holding claims 1, 3, 5, 6, 8, 10, 11 and 14 invalid

upon the ground that they embrace too much, are too

broad and general and not specific enough in details in

view of the prior developed art, the Court below said, in

its opinion [R. 46], "I think that the invention is entitled

to recognition and must be sustained alone upon a wall

material which in itself has no sound-absorptive quality

and with holes as described in claim 4." Appellee did not

take any cross-appeal from the latter holding involving

claim 4* but appellant's appeal opens the case to review on

its merits and, under the doctrine of Lagnes v. Green, 282

U. S. 531, 75 L. Ed, 524, this Court has the power to

consider the clear showing of the prior patents herein-

before discussed, which show to be old the use of ''a wall

material which in itself has no soiind-ahsorptive quality'*

(Delaney, Dillon and British 4843), and the fact that

patentee Norris freely admitted in this case that the "16%"

proportion of openings ''as described in claim 4" has no

patentable significance or utility. [R. 103.]

*Appellee took no cross-appeal because the record is totally without any
proof of infringement of claim 4. The only structure held to infringe that

claim is Plaintiff's Exhibit 9 (which was Defendant's Interrogatory Exhibit
19) and absolutely the only evidence bearing upon this is the statement of
appellee in answer to interrogatory II [R. 71] that appellee had merely
offered to make, sell, and install that structure. It has never either made,
used, sold or installed such a structure. It is not infringement merely to

expose to sale or propose to sell (48 Corp. Jur. 294, 298) nor is it proper to

grant an injunction where there is no evidence of any plan or threat to in-

fringe. (Crozvn Cork and Seal Co. v. Brooklyn Bottle Stopper Co., 172 Fed.
225.) Thus appellee had no actual infringement liability and the expense of
appeal would have been unwarranted. In addition to there being a total lack

of evidence showing infringement of claim 4, that claim is also clearly in-

valid and, under the doctrine of Lagnes v. Green, supra, it is submitted that

this Court may so hold if it sees fit.
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Before considering the claims in detail, it is important

to point out that, by the admissions of appellant's own

witnesses, the points stated by appellant's expert, and

argued before the Patent office, as constituting Norris'

invention, totally lack any usefid function and do not pro-

duce any nezv residt serving to give them inventive char-

acter over the prior art.

Appellant's expert, Dr. Sabine, stated he considered

Norris' invention to be the following:

"I think Norris' discovery was in the fact that a

relatively small percentage of perforations would

maintain—a relatively small percentage of the per-

forations in a relatively rigid and self-supporting thin

sheet, would maintain, or allow the material back of

it to maintain, its full effectiveness as an absorbent.

That was Norris' discovery, in my estimation." [R.

184.]

And Norris obtained allowance of his claims in the

Patent Office upon the representation that his structure

patentably distinguished over the art because his perfora-

tions were ''smaller" and that his facing sheet was "thin-

ner," ''more rigid" and "less sound-absorptive" than those

of the prior art.

Aside from the fact that the prior art before discussed

shows sound-deadening structures in which the perfora-

tions are just as small and the facing sheets just as thin,

rigid, self-sustaining and non-sound-absorptive as the cor-

responding elements of Norris, appellant's witnesses now

admit that those alleged points of distinction are without

any material significance such as is required to render

them patentable,
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For instance, let us consider use of the word ^'thin" in

characterizing- the facing sheet. Apart from the term

being fatally indefinite, it has no significance whatsoever

as a patentable distinction. This is clearly shown by the

following testimony of appellant's witness Parsons when

he was asked what factor determined the thickness of the

facing sheet [R. 254]

:

"The factors of the service it is to receive and the

economic price which the buyer can afford to pay.

In other words, it has no effect upon the sound-

absorbing efficiency. We could use boiler plate and

find it desirable."

And when patentee Norris was asked how thick the

facing sheet could be and still be "thin," he replied [R.

96]:

"I am afraid I can't put a limit to that in inches or

feet."

Norris also admitted [R. 96] that he could not find in

his patent any definition of "thin" or "rigid." [R. 97.]

Yet it must be remembered that Norris obtained allow-

ance of his claims upon the representation that those

things were of critical importance.

Likewise, Norris admitted [R. 102, 105] that there was

no material importance or acoustical significance whatso-

ever attaching to the relative sise of the perforations.

See his testimony, as follows [R. 102] :

"Q. Do you find anything in your patent specifica-

tion that defines how small an opening would have to

be in order to conceal the sound-absorbing material at

various heights? A. I find that the lower limit of

the size of perforations is determined, not by acousti-
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cal considerations, but by decorative considerations.

If the hole is too small, paint will bridge over it when

redecorating- and plug the hole up. And the maximum

size, as I stated before, is dependent on the appear-

ance of the tile and the tendency of the sound-absorb-

ing material to project through it and be visible to

the eye."

Norris [R. 97-98] admitted that, since it is the purpose

of the whole structure to absorb sound, it makes no dif-

ference if some of it he absorbed in the facing sheet before

it reaches the backing material so that, so far as perform-

ance as a sound-deadening structure is concerned, it is

immaterial whether the perforated facing sheet be com-

posed of relatively "sound-absorbent" or "non-sound-

absorbent" material.

Thus, by appellant's own statements and admissions,

everything upon which it predicates patentable novelty for

the patent in suit, is entirely without any patentable signifi-

cance.

Furthermore, either Delaney, Mazer 1,483,365 or British

patent 4843 clearly shows and describes the use of a rela-

tively rigid, self-sustaining perforated facing sheet over a

sound-absorbing material backing; and Delaney, Dillon

and British 4843 each shows a facing sheet of ''non-

sound-absorbing" material (in so far as any material can

be "non-sound-absorbing"). Delaney also teaches the

decoration of the facing sheet.

As admitted by Norris [R. 96], the relative stiffness or

rigidity of the facing sheet is of no significance in so far

as performance of the structure to absorb sound is con-

cerned. It only concerns the degree of structural strength

desired.
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And, in full refutation of the statement found in appel-

lant's brief that Norris discovered that a **thin sheet of

sound-reflective material, perforated to a limited extent,

would function as a facing- for a sound treatment," we

have the admitted fact that structures made under the

Dillon patent had been in commercial use long prior to

Norris [R. 114], and the "thin" sheet of "sound-reflective"

material of Dillon was perforated to the same "limited

extent" as that of Norris. Also, Dr. Sabine, appellant's

expert, admitted, as hereinbefore pointed out, that the

Norris and Dillon structures perform in precisely the same

zvay and that there is no patentable distinction between

them. Furthermore, we have the teaching of Lamb (Ex.

X) that only 10% perforations will pass 88% of the

sound.

In addition to the foregoing, it has repeatedly been held

by this and other courts that such relative terms as "thin,"

"small" and "stiff," as used in Norris' claims, are too in-

definite to inform the public as to the limitations of a

claim

:

"The element first required is 'a block of hard,

tough metal' . . . surely there can be no patent

upon anything that will answer this indefinite and
comparative description."

Angle v. Richardson, 97 F. (2d) 7Z6, 740 (C. C. A.

9th).

Claim 1 reads

:

"1. In the combination of sound-absorbing mate-

rial and a facing therefor, a thin sheet of perforated

metal forming such facing, the ratio of the imper-

forated area of said sheet to the opening therein being

such as to expose an apparently substantially continu-

ous surface to the sound waves/'
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Aside from the fact that it is couched in language broad

enough to read directly upon Delaney or British patent

4843, the only part of the claim which might be taken as

being intended to define its limits is the last clause, which

is nothing more than a statement of the purpose or func-

tion to be accomplished, without defining the limits of the

structure supposed to perform that purpose or function.

Since this and other claims are fatally defective because

of being phrased in indefinite terms, or terms of function

rather than in terms of specific structure, it is well to

review the long established rule of law which holds such

claims invalid:

In General Electric Company v. Wahash Appliance Cor-

poration, supra, the claim in suit read as follows:

"25. A filament for electric incandescent lamps

or other devices, composed substantially of tungsten

and made up mainly of a number of comparatively

large grains of such size and contour as to prevent

substantial sagging and off-setting during a normal

or commercially usefid life for such a lamp or other

device."

In holding the patent invalid the Court said:

"We need not inquire whether Pacz exhibited in-

vention, or whether his product was anticipated.

The claim is invalid on its face. It fails to make
a disclosure sufficiently definite to satisfy the require-

ments of R. S. 4888, 35 U. S. C. 33. That section

requires that an applicant for a patent file a written

description of his discovery or invention 'in such

full, clear, concise, and exact terms as to enable any

person skilled in the art or science to which it apper-

tains * * ^4= ^Q niake, construct, compound and

use the same; * * * ^nd he shall particularly
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point out and distinctly claim the part, improvement,

or combination which he claims as his invention or

discovery.' We may assume that Pacz has suffici-

ently informed those skilled in the art how to make
and use his filament. The statute has another com-

mand. Recognimng that most inventions represent

improvements on some existing article, process or

machine, and that a description of the invention must

in large part set out what is old in order to facilitate

the understanding of what is nezv, Congress requires

of the applicant 'a distinct and specific statement of

what he claims to be nezv, and to be his invention/

Patents, whether basic or for improvement, must

comply accurately and precisely with the statutory

requirement as to claims of invention or discovery.

The limits of a patent must be known for the pro-

tection of the patentee, the encouragement of the in-

ventive genius of others and the assurance that the

subject of the patent will be dedicated ultimately to

the public. The statute seeks to guard against un-

reasonable advantages to the patentee and disad-

vantages to others arising from uncertainty as to

their rights. The inventor must 'inform the public

during the life of the patent of the limits of the

monopoly asserted, so that it may be known which

features may be safely used or manufactured with-

out a license and which may not'. The claims 'meas-

ure the invention'. Patentees may reasonably antici-

pate that claimed inventions, improvements and dis-

coveries, turning on points so refined as the granular

structure of products, require precise descriptions of

the new characteristic for which protection is sought.

In a limited field the variant must be clearly de-

fined * * *.

Pacz did not adequately set out 'what he claims to

be new.'
"
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The Permutit Co. v. Graver Corp., 284 U. S. 52, 60,

76 L. E. 163:

"The statute requires the patentee ... to in-

form the pubHc during the Hfe of the patent of

the Hmits of the monopoly asserted, so that it may

know which features may be safely used or manu-

factured without a license and which may not. Mer-

rill V. Yeonians, 94 U. S. 568, 573, Seymour v. Os-

borne, 11 Wall. 516, 541."

In Otis Elevator Co. v. Pacific Finance Corp., et al.,

68 F. (2d) 664, rehearing denied 71 F. (2d) 641 (C. C. A.

9th), the claim stated the invention in terms of the func-

tion attained rather than by reciting the specific means

for attaining that function, and the Court held it invalid

"because it attempted to secure a monopoly of the

results to be attained through the patentee's inven-

tion without limiting the monopoly to the particular

means invented for the accomplishment of those re-

sults. Davis Sezving Mach. Co. v. New Departure

Mfg. Co., 217 R 775, 782 (CCA. 6, 1914)."

At page 2>7 of its opening brief, appellant tacitly ad-

mits that Norris has not made any tangible or patentable

discovery in connection with the size of the perforations.

The following is quoted from that brief:

"Many factors enter into the size, spacing and

number of openings and these factors vary under

different conditions, such as the distance between the

observer and the installation, whether a design or

pattern is applied to the facing, and the color of the

absorber. Several of the witnesses testified to the

difficulty of stating mathematically the size openings

which may or may not come within the scope of the

patent."
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Obviously if there had been anything at all critical or

significant in the size of the openings, it could have been

stated. To state it plainly, appellant is there grumbling

because he found himself unable to write a claim broad

enough to embrace everything commercially desirable in

the way of sizes of perforations without the claim being

functional or anticipated by the prior art. The case of

M. Swift & Sons v. Coe Mfg. Co., supra, cited by the

Court below as one of the authorities stating the ele-

mentary rule, reviews the requirements of the patent stat-

utes that claims must define the limits of the invention, if

any, in language that zvill, during the life of the patent,

fully inform the public of its limitations and said

:

"And if, from the nature and character of the

ingredients to be used, they are not susceptible of

such exact description, the inventor is not entitled to

a patent/'

Certainly if neither the patentee nor his expert can

define the size of the openings contemplated by Norris,

there is no way for the public to understand what the

patentee claims as new.

Claim 3 reads:

"3. In the combination of a sound-absorbing ma-

terial of high efficiency and means for confining and

concealing the same, a thin layer of self-sustaining,

non-sound-absorbing perforated material, constitut-

ing such means, the openings therein being widely

distributed over the area exposed to the sound waves

and small enough to substantially conceal the sound-

absorbing material."
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In addition to being fully met by Delaney and British

patent 4843, this claim even more flagrantly violates the

rule just discussed. Such terms as "sound-absorbing ma-

terial of high efficiency", ''thin layer", ''non-sound-ab-

sorbing", "zvidely distributed" and "small enough to sub-

stantially conceal the sound-absorbing material" are all

comparative, too indefinite or purely functional. "High"

,

"thin" and "zvidely" relate merely to matters of degree.

Patentee Norris admits that no material is ''wow-sound-

absorbing", because all materials absorb sound to some

extent. [R. 98.] Aside from the obvious fact that it

would not require inventive genius to conceal the sound-

absorbing material where it is unpleasant to the eyes, the

claim fails to state how small the holes would have to be

to accomplish that result. Under such an indefinite state-

ment, one user with poor eyesight might not be an

infringer, while the same structure, when used by one

with better eyesight, might escape infringement.

Claim 5 is identical with claim 1 except for the addi-

tion of the word ''stifif", and is subject to the same

criticisms.

Claim 6 reads

:

"6. A sound-absorbing structure comprising

sound-absorbing material and a thin self-sustaining

material concealing the same with a multiplicity of

small openings therethrough of average dimensions

greater than the thickness of said self-sustaining

material."

In all material respects, this claim is fully met by either

of the prior art patents. That the last clause, relating to

the holes being "of average dimensions greater than the

thickness" fails to state anything of inventive character,
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we have only to refer to Norris' own admission [R.

103-4] :

"Q. Can you tell what the relation between the

thickness of the covering sheet and the diameter of

the openings has to do with the functioning of the

structure as a sound-absorber? A. Within reason-

able mechanical limits, / have never found any ratio

to he important, any particular ratio to be important."

Claim 8 reads

:

"8. Sound-absorbing means comprising, in combi-

nation, thick porous material having high capacity

for sound absorption, and a thin, dense, perforated

material having less sound-absorbing capacity, the

spacing of the openings in said perforated material,

as specified herein, hearing such relation to the length

of the sound waves passing therethrough as to pro^

vide a comhined sound-ahsorhing efficiency as great as

that of said high capacity sound-ahsorhing material."

This claim further violates the established rule against

trying to define the limits of an invention in indefinite and

functional terms. Such terms as ''thick," "having high

capacity for sound absorption," "thin," ''dense," "less

sound absorbing capacity" are fatally indefinite and, at

best, involve only matters of degree. The clause, "the

spacing of the openings . . . hearing such relation to

the length of the sound waves passing therethrough as to

provide a comhined sound-ahsorhing efficiency as great,

etc.," utterly fails to define a structure—it merely states a

purpose, but does not teach how it is to be accomplished.

In all understandable respects, the claim is fully met by

any of the prior art patents.
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Claim 10 reads

:

"10. The combination with sound-absorbing mate-

rial having an efficiency in excess of 70% of thin,

dense, foraminous material having an efficiency less

than 25%, forming a facing therefor, the openings in

said dense material being spaced, as specified herein,

to permit the transmission of sound waves in such

manner as to result in an efficiency in the combined

materials in excess of that of said sound-absorbing

material/'

Like claim 8, this claim is fatally indefinite and func-

tional and is fully met by the prior art. There is nothing

in the patent attaching any significance to the specific rela-

tive sound-absorbing efficiencies of the facing sheet and

the sound-absorbing material backing stated in the claim.

The figure "in excess of 70%" merely describes the rela-

tive sound-absorbing efficiency of any material such as

mineral wool, felt, asbestos wool or the like, used as the

sound-absorbing material in any of the prior patents; and

the figure "less than 25%" describes any of the relatively

dense materials used by the prior art as the facing sheet,

such as metal (as shown by Delaney and British 4843),

wood or terra-cotta (see Delaney) or oilcloth (see Dillon).

Thus not only do those specific percentages lack any criti-

cal significance such as would be necessary to render them

patentable, but they also lack any noveltv. And any of

these sound-deadening structures will, when exposed to

sound-waves of certain frequencies, have a very slight, but

inconsequentially, higher absorbing coefficient than the bare

sound-absorbing material. Appellant's expert, Dr. Sabine,

testified that he found that to be true of the prior Dillon

patent structure. [R. 188.] That is not a function
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peculiar to Norris. As a matter of fact, in addition to the

other prior patents before discussed, the prior patent to

Hall 1,387,391 [R. 642], which shows a foraminous

facing sheet, also meets the claim.

Claim 11 reads:

"11. Means for deadening sounds reflected from a

hard surface, comprising a layer of sound-absorbing

material between the source of sound and said hard

surface, and perforated sheet metal adjacent said

sound-absorbing material between it and said sound

source, the openings in said sheet metal being substan-

tially uniformly distributed over its surface, and

having a total area less than the unperforated area of

said metal."

The prior Delaney patent squarely meets this all-

embracing claim. This fact is so obvious that it hardly

requires any discussion. The claim merely recites a com-

bination, including the wall ("hard surface"), against

which the sound-deadening structure is installed. In other

words, the claim recites the same material structure as is

included in the other claims, it merely contemplating that

if any of the sound waves pass through the facing sheet

and the sound-absorbing material and are reflected back

from the hard wall, they would be finally absorbed in the

sound-absorbing material. The "hard surface" mentioned

in the claim corresponds to the ceiling 1 or wall 2 of Dillon

or the outer wall "M" of British patent 4843.



Claim 14 reads:

'*14. A sound-absorbing structure as in claim 6,

in which the openings cover about .4% to 35% of the

total area."

The discussion of claim 6 is equally pertinent to this

claim. There is absolutely nothing in the Norris patent

specification or evidence to give any patentable significance

to the stated wide range of percentages of openings. When

asked what, if any, significance that range had, Norris

said that he merely inserted those figures because he found

it convenient to use different percentages for different uses.

[R. 103. 1 Claim 4, for instance, states that the openings

should not total ''more than 16%" of the area exposed to

the sound, and Norris admitted [R. 103] that that figure

was used because ''that merely happened to be the most

economical to manufacture and the easiest to build at the

time" The Norris patent makes it clear that any range

can be used, in so far as acoustical considerations are con-

cerned, and that is all we are concerned with here.

Such things as the ratio of the perforated to the un-

perforated area are matters of mere selection by those

working in the art, after the requirements of a particidar

job are determined, and require only the skill of the calling

as distinguished from invention. If that were not so, the

Norris patent might just as well have several hundred

claims like claim 1^1—one claim for each fraction of a

percent increase in the perforated area.
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Point 6 : The Norris Patent Merely Involves Selection

of Well Known Materials and Varying the Di-

mensions of Perforations to Fit Particular Job

Requirements, All as Taught by the Prior Art.

From the foregoing discussion of the Norris claims and

the prior art, it is clear that Norris has simply adopted the

precise combination taught and disclosed by either De-

laney, Dillon, Mazer 1,483,365 or British 4843 and se-

lected as his facing sheet a relatively hard, self-sustaining

material (as taught by Delaney and British patent 4843),

having small, widely spaced perforations (as taught by

either Delaney, Dillon, Mazer 1,483,365 or British 4843).

That the sound would freely pass through the perforations

even though the perforations occupied only a very small

percentage of the total area was also fully taught by Lamb
(Deft.'s Ex. X). Norris has therefore done nothing more

than revive an old combination, involving no new principle,

to perform an oM result in the same old way. However

skillfully this was done, it was still only the product of

mechanical skill and not invention, in accordance with the

authorities.

For instance, in Altoona Pub. Theatres v. American

Tri-Ergon Corp., 294 U. S. 477, the patentee had done far

more than Norris has done in the skillful treatment of old

subject-matter, and the entire motion picture industry had

taken up use of the disclosure. Nevertheless, the United

States Supreme Court held the patent invalid, saying:

"An improvement to an apparatus or method, to be

patentable, must be the result of invention, and not

the mere exercise of the skill of the calling or an ad-

vance plainly indicated by the prior art. Electric

Cable Joint Co. v. Brooklyn Edison Co., 292 U. S.



—31—

69, 79, 80, 78 L. ed. 1131, 1136, 1137, 54 S. Ct. 586.

* * * Patents for devices for use both in the mo-

tion picture art and in the art of sound reproduction,

notably the Hoist, the Bell & Tainter, the Dragoumis

patents, and the Edison application, already noted,

plainly foreshadowed the use made of the flywheel in

the present patent, if they did not anticipate it. The

patentees brought together old elements, in a mechan-

ism involving no new principle, to produce an old re-

sult, greater uniformity of motion. However skill-

fidfy this was done, and even though there was pro-

duced a machine of greater precision and a higher

degree of motion-constancy , and hence one more use-

fid in the art, it was still the product of skill, not of

invention. Hailes v. Van Wormer, 20 Wall. 353,

I
368, 22 L. ed. 241, 248; Grinnell Washing Mach. Co.

v. E. E. Johnson Co., 247 U. S. 426, 432-434, 62

L. ed. 1196, 1199, 1200, 38 S. Ct. 547; Powers-

Kennedy Contracting Corp. v. Concrete Mixing &
Conveying Co., 282 U. S. 175, 186, 75 L. ed. 278,

286, 51 S. Ct. 95. Its application in recording sound

or reproducing it, by use of a particular type of linear

record, the photographic, analogous so far as the

problem of uniformity of motion was concerned to

other types used by Bell & Tainter and Dragoumis,

was not invention."

Green Process Metal Co. v. Washington Iron Works,

84 F. (2d) 892, 894 (C. C. A. 9th)

:

"All that Greene discovered or claimed to have dis-

covered was that, by changing the proportions of the

usual slag constituents, increasing one and decreasing

the other, a better result could be accomplished; this

result differing only in degree from that of the prior

art. Such a discovery is not patentable. * * *
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"This case comes clearly within the principle, so

often declared, that 'a mere carrying- forward of the

original thought, a change only in form, proportions,

or degree, doing the same thing in the same way, by

substantially the same means, with better results, is

not such an invention as will sustain a patent.' Rail-

road Supply Co. V. Elyria Iron & Steel Co., 244 U. S.

285, 292, 37 S. Ct. 502, 505, 61 L. Ed. 1136."

Wilson-Western Sporting Goods Co. v. Barnhart, 81

F. (2d) 108, 111 (C. C. A. 9th):

"In Smith V. Nichols, 21 Wall. (88 U. S.) 112,

119, 22 L. Ed. 566, the court said:

" 'But a mere carrying forward or new or more

extended application of the original thought, a change

only in form, proportions, or degree, the substitution

of equivalents, doing substantially the same thing in

the same way by substantially the same means with

better results, is not such invention as will sustain a

patent.'

"So in the instant case, play between shaft and

hosel had been taught by the prior art. By flaring

the outer end of the socket, the plaintiff-appellee 'car-

ried forward' and made a 'more extended application

of the original thought,' effecting 'a change only in

form,' and 'doing substantially the same thing in the

same way by substantially the same means with (it is

alleged) better results.' Accordingly, the flared con-

struction 'is not such invention as will sustain a

patent.'

"The real and practical dangers resulting from
granting or approving a patent for mere mechanical

impro^•ements were pointed out in vigorous language
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in the case of Atlantic Works v. Brady, 107 U. S.

192, 199, 200, 2 S. Ct. 225, 231, 27 L. Ed. 438:

" 'The process of development in manufactures cre-

ates a constant demand for new appliances, which the

skill of ordinary head-workmen and engineers is gen-

erally adequate to devise, and which, indeed, are the

natural and proper outgrowth of such development.

Each step forward prepares the way for the next,

and each is usually taken by spontaneous trials and

attempts in a hundred different places. To grant a

single party a monopoly of every slight advance made,

except where the exercise of invention somewhat

above ordinary mechanical or engineering skill is dis-

tinctly shown, is unjust in principle and injurious in

its consequences.'
"

See, also:

California Fruit Growers Exchange v. Blake,

Moffitt & Towne, 19 Fed. (2d) 467 (C. C. A.

9th).

Wise Soda Apparatus Co. v. Bishop-Bahcock-Becker

Co., 240 Fed. 733, 736 (C. C. A. 6th)

:

''Invention cannot be predicated on a change in

material, however, unless some new and useful result

is thereby accomplished; and clearly, in a structure

like the present one, the result achieved by the use of

metal cannot differ in any conceivable respect from
that accomplished through the use of wood, save only

in point of duration. This difference does not call for

the exercise of the inventive faculty; it is due alone

to an inherent quality of the metal, and is well within

the experience and adaptation of the skilled mechanic.

Kilbourne v. W. Bingham Co., 50 Fed. 697, 703, 1

C. C. A. 617 (C. C A. 6); Drake Castle Pressed
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Steel Lug Co. v. Brownell & Co., 123 Fed. 86, 87, 88,

59 C. C. A. 216 (C C. A. 6); Sheffield Car Co. v.

D'Arcy, 194 Fed. 686, 692, 116 C. C. A. 322 (C. C.

A. 6) ; Ventilated Cushion & Spring Co. v. D'Arcy,

229 Fed. 398, 402, 143 C. C. A. 518."

See, also:

Herman Nelson Corporation v. American Blower

Corporation, 84 F. (2d) 171 (C. C. A. 6th).

Of course the rule that substitution of materials lacks

invention, is not without an occasional exception, because

once in a while we find a case in which, by the substitution

of one material for another, a new and highly important

function is contributed which is not due merely to the

inherent nature of the material. For instance, the case of

Oliver-Sherzvood Co. v. Patterson-Ballagh Corp., 95 F.

(2d) 70, decided by this Court and cited by appellant, is

such a case. There the substituted material made possible

the lubrication of the bearing and therefore added a new

function to the bearing as such. In the instant case, how-

ever, the only advantage, if any, in using a "hard, self-

sustaining, non-sound-absorbing" material as the facing

sheet, is for relatively greater durability and to enable

easier decoration or washing

—

zvhich are inherent qualities

of such materials regardless of the environment in which

they are used. They do not add to the utility of the struc-

ture as a sound deadener and, particularly since Delaney

and the British patent 4843 had already taught the use of

such materials in sound-deadening construction of the same

sort as shown by Norris, anyone, using nothing more than

the skill of his calling, would select a more durable and

serviceable material if such qualities were desired in the

structure.
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Point 7: If Valid at All, Claims 16, 17 and 23 Must Be

Restricted to the Specific Attaching Means Shown
in the Norris Patent.

Claim 16, which is typical of those claims, reads as

follows

:

"16. As an article of manufacture, a sheet metal

pan having a muhiplicity of small perforations there-

in, of average dimensions greater than the thickness

of said sheet metal, and a pad of sound-absorbing

material fitting the same, the edges of said pan having

means adapted for engagement with a support/'

Of course there is no patentable association between the

particular dimensions of the perforations in a facing sheet

and the means for attaching the structure to a ceiling or

wall, regardless of whatever may be the means. The par-

ticular attaching means shown in Norris is ilkistrated in

Figs. 2 to 8, inclusive, of the Norris patent drawing

|R. 453] and comprise ears 14 struck out of the edge of

the pan, those ears being adapted to engage in the

T-shaped furring strips 17, as shown in Fig. 8. The

claims would be of very doubtful validity ezmi if they were

phrased to recite that specific attaching means, but when

they merely recite it in the broad and functional language

:

''means adapted for engagement with a support," they not

only purport to embrace anything that might accomplish

that function, but they also become fully anticipated by

Mazer 1,172,379 [R. 602], which prior patent shows, in

Figs. 3 and 4, a sheet metal pan having a multiplicitv of

perforations of average dimensions greater than the thick-

ness of the metal, a filler pad of sound-absorbing material,

and the edges of the pan haz'e means (lugs 7) adapted for

engagement zvith a support. Thus if those claims of the
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Norris patent are valid at all, which they obviously are

not, they necessarily must be limited to the specific attach-

ing means illustrated in Figs. 2 to 8, inclusive, of the

Norris patent drawings, which is entirely unlike the screw

and zvasher used by defendant for securing its sound-

absorbing structure in place on a wall or the like, the

peripheral portion of the washer fitting into a slot in the

corner of the cover sheet member. [R. 271.]

Point 8: Commercial Success Is Not a Factor to Be
Considered in This Case.

Finding 10 recites purported royalty payments which

appellant urges as a basis for claiming considerable com-

mercial success of the patent. The testimony supporting

this finding amounts merely to unsupported oral testimony

of the witness Storey [R. 116], which was properly ob-

jected to. But, aside from the incompetency of this evi-

dence, it is submitted that the invalidity of the claims in-

volved is so obvious that resort to claimed commercial

success cannot be had to import invention into the patent

when it has none.

California Frnit Groovers Exchange v. Blake, Moffitt &
Towne, 19 F. (2d) 467, 468 (C. C. A. 9th)

:

"The argument that the sale of the guards with the

wings has been extensive is not important, when the

alleged invention lacks patentable novelty. Olin v.

Timken, 155 U. S. 141, 15 S. Ct. 49, 39 L. Ed. 100."

United Drug Co. v. Ireland Candy Co., 51 Fed. (2d)

226,232 (C. C. A. 8th):

"Counsel for appellant in argument and the pat-

entee in his specification lay great stress upon the

'important commercial advantage' which, they claim,
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has followed this invention, 'but such evidence is in-

conclusive and insufficient, zvhcre the changes made

from the prior art are mere changes of mechanical

construction, or of form, size, or materials.' Western

Willite Co. V. Trinidad Asphalt Mfg. Co. (C. C. A.

8), 16 F. (2d) 446, 450; Klein v. City of Seattle

(C C A. 9), 79 R 200."

Bullock Electric Mfg. Co. v. General Electric Co., 149

Fed. 409, pp. 420, 421 (C. C. A. 6th)

:

*'It is stated and pressed upon our attention that

separators like his have gone into extensive public

use. But it is easy to see how this might happen

without attributing to the patent anything new in

principle. A thing or a combination of cooperating

parts may be invented and the original embodiment of

it be shown in a crude and imperfect form. The skill

of the trained workman will develop the idea of the

inventor in more refined, more delicate and more ex-

actly suitable forms than the original. He may cut

away needless bulk, he may increase the size of parts,

he may make them stronger, if need be, by the sub-

stitution of one familiar material for another, make
them lighter or heavier, he may divide one part into

two, or combine two in one, or make any other trans-

formation of details, so long as he is pursuing and

working out the original discovery or invention by

the exercise of the insight, good judgment, and ex-

pertness which he is expected to possess and apply.

And this improvement may go on so long as any im-

provement in bringing the means already supplied to

greater perfection can be made, and yet it continues

to be only an embodiment of the primal idea. In all

the useful arts such improvement as this is being con-

tinually carried forward. It is easy to understand

that purchasers should prefer and insist on having the
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article, especially if it be a machine, in its best form,

and the latest improvement would be likely to measur-

ably supersede the older one. . . . No doubt the

presumption still obtains, but it does not and for that

matter never did, have a controlling influence, unless

the question of invention hangs in doubt."

Tropic-Aire v. Sears Roebuck & Co., 44 F. (2d) 580,

593 (C. C. A. 8th):

''Commercial success, however, cannot supply in-

ventive genius to a device that has none."

Point 9: None of the Claims Here Involved, Even if

Valid, Can Be Read Upon Any of Defendant's

Structures.

Plaintiff's bill of particulars [R. 28] specifies that the

perforations must be "small enough to mask the sound-

absorbing material."

In none of the structures actually made, used or vended

by appellee are the perforations smaller than 3/16"' in

diameter,* and from an inspection of appellee's physical

Exhibits N, P and Q it will be readily apparent that the

sound-absorbing material backing is conspicuously visible

through the perforations. In fact, it is necessary, in the

use of appellee's structure, to interpose a wire screen of

small mesh between the facing sheet and the sound-absorb-

ing material to prevent the sound-absorbing material from

falling through the large perforations. [R. 268.]

Plaintiff's Exhibits 13 and 14, which are specimens of

the product of the Norris patent, show perforations, the

^Plaintiff's Exhibit 9 had perforations 11/64" in diameter, but, as shown
hereinbefore, appellee has never actually made, used, sold or installed such a
structure.
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largest of which is only 1/16 inch in diameter. Appel-

lant's witness Parsons testified that his company, which is

also a licensee under the Dillon patent 1,385,741, one of

the prior art patents in this case, first used perforations

1/4 inch in diameter in the Dillon structure and that, on

complaints from architects that the holes were too con-

spicuous, the size was gradually reduced in diameter to

1/16 inch. [R. 242.]

Therefore, it is submitted that even if it could be said

that the claims involved are valid, they are obviously not

infringed for the foregoing reasons.

Point 10: This Court Has Power to Review the Find-

ings Below Despite the Fact That No Cross-

Appeal Was Taken.

By its appeal, appellant necessarily opens to review by

this Court all findings necessary to a consideration of the

appeal and although appellee has not taken a cross-appeal,

it is well settled that it may urge, at least in support of

the decree below, any matters appearing in the record and

overlooked, misconstrued or ignored by the Court below.

**it is . . . settled that the appellee may, without

taking a cross appeal, urge in support of a decree any

matter appearing in the record although his argument

may involve an attack upon the reasoning of the

lower court, or an insistence upon matter overlooked

or ignored by it."

United States t'. American Railway Express Co.,

supra.

See, also:

Lagnes v. Green, supra.
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Thus, in view of the clear and, it is submitted, conclu-

sive showing of the prior art hereinbefore discussed, ap-

pellee specifically urges the following in connection with

the findings below:

Finding 13 [R. 51]. This finding is erroneous particu-

larly in view of the prior Delaney patent and British pat-

ent 4843, both of which clearly show, as the facing sheet,

a stiff, self-sustaining material that is substantially non-

sound-absorbing. Those prior patents also clearly show

all the other elements recited in this finding.

Finding 14 [R. 51], relating to Dillon, Delaney and

Mazer being "file wrapper references and overcome," is

incomplete in that, as shown by the file wrappers, those

patents were only perfunctorily considered in the file wrap-

pers [R. 535, 697-8], and, as shown hereinbefore, they

were overcome by arguments which the evidence in this

case shows to be without merit.

Finding 15 [R. 51-52]. That part of this finding relat-

ing to "what was assumed by the man skilled in the art at

the date of the filing of the Norris application" is shown

to be erroneous by the disclosure of Delaney and the

British patent 4843.

Finding 17 [R. 52] is erroneous in stating that Mazer

1,483,365 discloses a structure which operates upon an

entirely different principle from Norris.

Finding 18 [R. 52] is erroneous in stating that Delaney

"did not teach the art that a thin, self-sustaining facing

sheet which is substantially non-sound-absorbing, when

perforated to a limited extent so as to substantially conceal

the sound-absorbing backing, would permit passage of

substantially all of the sound to the backing to be ab-

sorbed."



Finding 12 [R. 50] is involved because it is upon that

finding that appellant must predicate its attempt to have

this Court hold infringement if it should reverse the lower

Court as to the claims here involved. In this connection, it

is pertinent to call attention to the fact that the only evi-

dence bearing upon the alleged acts of appellee is appellee's

answer to interrogatory number II [R. 71], which recites

that appellee has only made, sold, assembled or installed

structures as shown by its Interrogatory Exhibits 1 to 9,

inclusive. The only exhibits in evidence corresponding to

those interrogatory exhibits are Plaintiff's Exhibits 5, 6,

7, 8, 42 and 43, none of which zvas held to infringe claim

4. As to Plaintiff's Exhibit 9, which the Court below held

to infringe claim 4, that exhibit corresponds only to

Appellee's Interrogatory Exhibit 19 and the only evidence

of record bearing upon that structure is the statement of

appellee contained in said interrogatory answer, that it

merely offered to make, sell and install such a structure.

Thus, the record is entirely without any evidence to sup-

port the holding of infringement of claim 4 because it is

well settled law that in order to infringe, one must actually

either make or use or vend the patented device. (48 C. J.

294.)

"It is not infringement merely to expose to sale or

propose to sell."

48 C./. 298, Sec. 497;

Van Kannell Revolving Door Co. v. Revolving

Door & Fixture Co., 293 Fed. 261.

The Court below made no finding with respect to British

patent 4843 but, as shown hereinbefore and by the record,

that patent is clearly within the art of the Norris patent

and it clearly shows a sound-deadening structure embody-
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ing the combination of a thin, self-sustaining metal facing

sheet perforated with small, evenly spaced perforations,

and a sound-absorbing material backing, hi other words,

this British patent 4843, like Dclaney, shows everything

which finding 13 states that the prior art did not disclose.

Conclusion.

In conclusion, appellee submits that the record demon-

strates clearly that the holding of the Court below as to

invalidity of claims 1, 3, 5, 6, 8, 10, 11 and 14 and non-

infringement of claims 16, 17 and 23, is amply supported.

Appellee furthermore submits that in view of the total

lack of evidence supporting the holding of infringement of

claim 4, this Court has power to and should so hold.

Respectfully submitted,

Collins Mason,

Julius V. Patrosso,

Attorneys for Appellee.



o o o o o o

o o o o o o

o o o o o

o o o o o

o o o o^
o o o o o o'

/Vo^/?/s f^/irsnr /a/ 3u/r

/ViT/y^K ^f/ic^o, i4^/0£'Ly 0/sr/f/3ur£o

/iOL^s 3M.4CL ^rfouo^ 7b Corfc^/ii.

l^^J,j ^ e,-->,d> --v^.CL -<v-^-^

/y^£-Ma^>irf£ O^ F/s/?£r, 3A/<y^L/^£0 Sneers,

Dsi/iry^y AeeaT^^

Eyentr Sp^^c^o. l4^/o£iy O/sr^f/Bur^o

HoL£5 Small ^T/souoh To Conc^^/ii.

Souno AB3Of?0/tiG My^r£^f?/^i.

D/LLor^ /, 3S3, 74/

/T^^/y^ K Sf'-^c^o, H//o£i K 0/sr/f/3ur£0

HoLes SM/iLL £rnouGH To Co/ice/ti-

30Un0 AaSOf^B/nG M/^T£^/y^L

^£-/?FOfifAr£-o O/L Cloth F/ic/rto

o o o o o o (J o o

o o o o o o o a.-^
o o o o o o o c o

o o o o o o o o o-

o o o o r; o o o o

o o o o o o o o o

o o o o o o o o o

o o o o o o o o o

o o o o o o o o o^

M^^£-/f> /,4S3.^^3
"Ek^^nLy Spaced. l4^/£>£Ly D'STr/buteo
^OL£3 Small F/youoH 7b Conc£/^L.

^SsLf' SusrA/AY/rYO, 7^£/^POf?A7iEo Fac//yc^
MsM3/eArv£^ Op A Compa/?ar/i^SLK T^/ts/o

M/^re/r'/AL Soc-HAs (jy^P*3c/M. Sa/^O ^HO
C£M£-/ir M/jrri//'i'£3 , 3>^/y£> A/vo l.//^£r

\y'-'^^'':'^:r^\.'.y:X
'::-JJ,

r, or. ooooooooo-
oV;

^y.'-'/'.'^'is^:[ '^<^rK^-:
300

S/r'. Sre-i^rrYS Pat 4343
'3ou/wo Asso/?a/n<^ Afy^r£'/?/AL

''Ps^POfiATEO 3HS£r T^CTAL
/w<r/A'<? SH££r

A^^^/p /,/Z^^^79.

fA/y^ Top Hold/no 3ou/yo
A330/7/3/no A7y^r£p/^L

Af£A/y3 T^op £'rYO^O£'M^n r
/^//-/V A SuP/='0/pr

A/£rAL TAC/rf<^ 3h££ r
/-YA^^/nO T^£/^PO/^Ar/o/v3




